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Expert Analysis

Supreme Court Considering Scope of
‘Transformativeness’ Fair-Use Factor

he Copyright Act provides
copyright holders with the
exclusive right to repro-
duce copyrighted works
and to prepare derivative
works. The Act also provides that
the “fair use” of a copyrighted work
is not infringement. In the October
2022 Term, the Supreme Court is set
to decide whether courts assessing
transformativeness under the first
fair-use factor may consider “the
meaning of the accused work where
it ‘recognizably deriv[es] from’ its
source material.” Andy Warhol Foun-
dation for Visual Arts v. Goldsmith, 11
F.4th 26 (2d Cir. 2021), cert. granted,
142 S. Ct. 1412 (2022). We report
here on this case—in which over
35 merits-stage amicus briefs have
been filed—and which may pro-
foundly affect the fair use analysis,
and in turn, the scope of copyright
protection for many works.

The Copyright Act

The Copyright Act provides “the
fair use of a copyrighted work ... for
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purposes such as criticism, com-
ment, news reporting, teaching ...
scholarship, or research, is not an
infringement of copyright,” 17 U.S.C.

In the October 2022 Term,
the Supreme Court is set to
decide whether courts as-
sessing transformativeness
under the first fair-use factor
may consider “the meaning
of the accused work where it
recognizably deriv[es] from’
its source material”

§107, and provides four non-exclu-

sive factors to be weighed by courts:
(1) the purpose and character of
the use, including whether such
use is of a commercial nature
or is for nonprofit educational

purposes; (2) the nature of
the copyrighted work; (3) the
amount and substantiality of the
portion used in relation to the
copyrighted work as a whole; and
(4) the effect of the use upon the
potential market for or value of
the copyrighted work.

The District Court Decision

In 1981, Lynn Goldsmith, a photog-
rapher primarily focused on photo-
graphing celebrities and musicians,
photographed the musical artist
Prince. 11 F.4th at 33. In 1984, Gold-
smith licensed one of those photo-
graphs to Vanity Fair magazine to
be used as a reference for an artist
to “create a work of art.” Id. at 34.
The license permitted Vanity Fair to
publish an illustration based on the
photograph and required that the
illustration be accompanied by an
attribution to Goldsmith. Id.

Vanity Fair commissioned Andy
Warhol, known for his silkscreen
portraits of celebrities, to create
an image based on Goldsmith’s
photograph. Id. Warhol’s image,
which used Goldsmith’s black-and-
white photograph to create a full-
color illustration of Prince in which
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Prince’s torso was removed and to
which “loud, unnatural colors” were
added, was published by Vanity
Fair in 1984 with an attribution to
Goldsmith. Id. at 34, 43. Warhol also
created 15 additional works based
on Goldsmith’s photograph (col-
lectively, the Prince Series), which
Goldsmith became aware of after the
series’ publication by Condé Nast—
without attribution to Goldsmith—
following Prince’s death in 2016. Id.
at 34-35. Goldsmith contacted the
Andy Warhol Foundation (AWF), a
non-profit organization established
after Warhol’s death and which holds
copyright in the Prince Series, about
“the perceived infringement of her
copyright.” Id. at 35. AWF then
sought declaratory judgment that
the Prince Series was non-infringing
or was a fair use of the Goldsmith
photograph. Id. The district court
for the Southern District of New York
granted summary judgment of fair
use. Id.

The district court concluded the
first, third, and fourth fair-use fac-
tors favored AWF and the second
factor was neutral. 382 F. Supp. 3d
312,331 (S.D.N.Y. 2019). As to factor
one, under which courts consider
whether the new work is “trans-
formative”—that is, “whether the
new work merely supersede[s] the
objects of the original creation or
instead adds something new, with
a further purpose or different char-
acter,” id. at 325—the district court
held that the Prince Series works
were transformative because Gold-
smith’s “photoshoot illustrated that
Prince is ‘not a comfortable person,”
whereas the Prince Series “trans-
formed Prince from a vulnerable,

uncomfortable person to an icon-
ic, larger-than-life figure,” id. at 326.
The district court also reasoned that
each work “is immediately recog-
nizable as a ‘Warhol’” and that the
works “have a different character,
give [Goldsmith’s] photograph[] a
new expression, and employ new
aesthetics with creative and com-
municative results distinct from
[Goldsmith’s].”” Id.

Under factor two, the court held
that although the Goldsmith Photo-
graph is both creative and unpub-
lished—which “would ordinarily
weigh in Goldsmith’s favor”—this
factor “is of limited importance
because the Prince Series works
are transformative.” Id. at 327. The
district court found that factor three
“weigh[ed] heavily” in AWF’s favor
because “although Warhol initially
used Prince’s head and neckline as
they appear in the Goldsmith Prince
Photograph, Warhol removed near-
ly all the photograph’s protectible
elements” such that “Warhol trans-
formed Goldsmith’s work ‘into
something new and different.”” Id.
at 330. Factor four also favored AWF
because “the Prince Series works are
not market substitutes that have
harmed—or have the potential to
harm—Goldsmith.” Id. at 331

The Second Circuit Decision

The Second Circuit reversed,
agreeing with Goldsmith that “the
district court’s conclusion that the
Prince Series works are transforma-
tive was grounded in a subjective
evaluation of the underlying artistic
message of the works rather than
an objective assessment of their
purpose and character.” 11 F.4th at

32. The court explained that this
“error in analyzing the first factor
was compounded in [the district
court’s] analysis of the remaining
three factors.” Id. Instead, according
to the Second Circuit, “all four fac-
tors favor Goldsmith and [] the
Prince Series works are not fair use
as a matter of law.” Id.

As to the first factor, the Second
Circuit explained that although cer-
tain of its prior cases regarding works
of visual art provide “conflicting guid-
ance,” id. at 40, “[a] common thread
running through these cases is that,
where a secondary work does not
obviously comment on or relate back
to the original or use the original for
a purpose other than that for which
it was created, the bare assertion of
a ‘higher or different artistic use,’ is
insufficient to render a work trans-
formative.” Id. at 41 (citation omit-
ted). Instead, “the secondary work
itself must reasonably be perceived
as embodying a distinct artistic
purpose, one that conveys a new
meaning or message separate from
its source material.” Id.

The Second Circuit also explained
that courts should not “seek to
ascertain the intent behind or mean-
ing of the works at issue.” Id. Rather,
courts must “examine whether the
secondary work’s use of its source
material is in service of a ‘funda-
mentally different and new’ artistic
purpose and character.” Id. at 42.
Further, a work’s “transformative
purpose and character must, at
a bare minimum, comprise some-
thing more than the imposition of
another artist’s style on the primary
work such that the secondary work
remains both recognizably deriving
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from, and retaining the essential ele-
ments of, its source material.” Id.

“With this clarification,” explained
the court, the Prince Series is
not transformative because “the
overarching purpose and function
of the two works” is “identical, not
merely in the broad sense that they
are created as works of visual art,
but also in the narrow but essential
sense that they are portraits of the
same person.” Id. The court further
explained that “[t]hough it may well
have been Goldsmith’s subjective
intent to portray Prince as a ‘vulner-
able human being’ and Warhol’s to
strip Prince of that humanity and
instead display him as a popular
icon, whether a work is transforma-
tive cannot turn merely on the stat-
ed or perceived intent of the artist.”
Id. at 41. The court also cautioned
“it is entirely irrelevant” that “each
Prince Series work is immediately
recognizable as a ‘Warhol.” Enter-
taining that logic would inevitably
create a celebrity-plagiarist privi-
lege.” Id. at 43 (citation omitted).

As to factor one’s commercial use
prong, the Second Circuit held “the
Prince Series works are commercial
in nature, but [] they produce an
artistic value that serves the greater
public interest.” Id. at 44. The court
explained, however, that “just as the
commercial nature of a transforma-
tive secondary use does not itself
preclude a finding that the use is
fair, the fact that a commercial non-
transformative work may also serve
the public interest ... does not factor
significantly in favor of finding fair
use” here. Id. at 45.

As to factor two, the Second
Circuit explained that “[h]aving

recognized the Goldsmith Photo-
graph as both creative and unpub-
lished, the district court should have
found this factor to favor Goldsmith
irrespective of whether it adjudged
the Prince Series works transforma-
tive.” Id.

Under factor three, the Second
Circuit held that the district court
erroneously concluded that “Warhol
had taken only the unprotected ele-
ments of the Goldsmith Photograph
in service of a transformative pur-
pose.” Id. at 48. Instead, “the Prince
Series borrows significantly from the
Goldsmith Photograph, both quan-
titatively and qualitatively... . [W]
hatever the effect of Warhol'’s altera-
tions, the ‘essence of [Goldsmith’s]
photograph was copied’ and persists
in the Prince Series.” Id. at 47.

The fourth factor also favored
Goldsmith because “although the
primary market for the Goldsmith
Photograph and the Prince Series
may differ, the Prince Series works
pose cognizable harm to Goldsmith’s
market to license the Goldsmith Pho-
tograph to publications for editorial
purposes and to other artists to cre-
ate derivative works.” Id. at 51.

The Supreme Court Appeal

The Supreme Court granted
certiorari. In its merits brief, AWF
argues that the Second Circuit’s
decision “sharply break[s] with this
Court’s precedent” by “expressly
reject[ing] a transformativeness
test that considers the meaning or
message of an artistic work as part
of the fair use analysis—and instead
mandat[ing] an inquiry focused
on the degree of visual similarity
between the two works” and this

test “would upend settled copyright
principles and chill creativity and
expression at the heart of the First
Amendment.” 2022 WL 2165191, at
*2.

In response, Goldsmith argues
“adding new meanings to original
works has never absolved copiers
of liability for infringement... . Ask-
ing if new works are ‘reasonably
perceived’ to have different mean-
ings is a fool’s errand. Creators,
critics, and viewers disagree about
what works mean. Nor could AWF’s
test apply to many copyrightable
works—Ilike marine charts—that
harbor no hidden depths.” 2022 WL
3327464, at *2-3.

Over 35 merits-stage amicus
briefs have been filed, including
by the Electronic Frontier Foun-
dation and the Authors Alliance
(in support of AWF) and by the
United States and the Recording
Industry Association of America
and the National Music Publishers’
Association (in support of Gold-
smith). Of note, the United States,
in support of Goldsmith, argues
that AWF’s transformativeness test
“would dramatically expand copy-
ists’ ability to appropriate existing
works.” 2022 WL 3574326, at *16.
Oral argument is currently sched-
uled for October 12.
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