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Capitalizing on the story of an underdog inventor's 
triumph, John Nathan and Catherine Nyarady of Paul, 
Weiss, Rifkind, Wharton & Garrison managed to 
secure victories for Edwards LifeSciences Corporation 
this month that could be worth hundreds of millions 
of dollars.

The good tidings for Nathan and Nyarady began 
on the morning of Nov. 13, when the U.S. Court of 
Appeals for the Federal Circuit affirmed a jury verdict 
that Medtronic CoreValve LLC infringes an Edwards 
heart valve patent. The ruling was doubly satisfying 
for the Paul Weiss duo: Not only did they represent 
Edwards at the Federal Circuit, but they led the trial 
team that won the jury verdict back in 2010. The ruling 
allows Edwards to collect $74 million for Medtronic's 
infringement through April 2010. And because the heart 
valve technology at issue has gotten much more popular 
since then, Edwards is expected to recover even more 
once a judge tacks on post-trial damages and interest. 
Medtronic told investors that it's budgeted $245 million 
to cover the case.

Already riding high from the Federal Circuit's 
decision, Nathan and Nyarady got even more good 
news the same day. A U.S. district judge in Santa 
Ana, Calif., dismissed a separate patent infringement 
suit that Medtronic brought against Edwards. (Nathan 
told us Medtronic's lawsuit was "retaliatory".) The 
judge, James Selna, formally dismissed that case on 
Tuesday, ruling that Medtronic "shall take nothing" 
from Edwards.

Nathan and Nyarady 
were still buzzing from the 
wins when we caught up 
with them Thursday. To 
understand why, you have 
to flash back to 1989, when 
a young Danish doctor 
named Henning Andersen 
returned to Denmark from 
a conference at the Arizona 
Heart Institute. At the 
conference, Andersen heard 
leading heart experts discuss 
advances in open-heart 
surgery. The conference got 
Andersen thinking: What 
if, instead of cutting open 
a patient's chest to insert a 
replacement valve, doctors 
could insert the valve through an artery in the leg and 
then thread it up the body via a catheter?

According to an account by the alumni magazine 
of the University of Aarhus, as soon he got home, 
Andersen asked his local butcher for some pig hearts, 
bought some glue and tubing at a hardware store, 
and got to work on a prototype of a new kind of 
replacement heart valve. When Andersen unveiled 
his work, his peers scoffed at him and he couldn't get 
his ideas published. Andersen and two co-inventors 
ended up selling their U.S. patent on Andersen's 
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device for $10,000--a meager sum considering the 
time they invested.

By the beginning of the last decade, however, the 
medical community had finally started to warm up to 
Andersen's less-invasive heart valve equipment. In what 
proved to be a shrewd move, Edwards paid $125 million in 
2003 to acquire Percutaneous Valve Technologies, Inc., 
a company whose main asset was the Andersen patent. 
Experimental surgeries were a great success, and in 2009 
Good Morning America gushed that "the procedure is 
so groundbreaking, even the most experienced doctors 
are excited about it." Doctors predicted that 100,000 
patients a year would soon be taking advantage of the 
procedure, and The Wall Street Journal predicted that 
next-generation heart valves would be a "multi-billion 
dollar market." Edwards was perfectly positioned, and 
in 2011 became the first medical device company to 
receive U.S. Food and Drug Administration approval 
for an Andersen-style heart valve.

As you might expect, Edwards' rivals tried to get in 
on the action. One of them was CoreValve Inc., which 
set up shop near Edwards's headquarters in Irvine, Calif. 
Medtronic acquired the company for $700 million in 
2009. The successor company, Medtronic CoreValve 
LLC, has been busy pursuing FDA approval for a 
competing heart valve device.

Edwards execs thought their competitor went too 
far and copied Edwards' intellectual property, so 
they hired Nathan and Nyarady to sue Medtronic 
CoreValve in U.S. district court in Delaware in 
2008, alleging infringement of the Andersen patent. 
When the case went to a jury trial, Nyarady put one 
of Andersen's Danish co-inventors on the stand. 
Through the witness, Nyarady was able to tell the 
story of their discovery, and how Edwards eventually 
took a chance on Andersen's work.

"We wanted to jury to understand that Edwards got 
into this business the right way, that it took a risk on 
these products and went to great lengths to develop 
them," Nyarady told us.

According to Nathan, Medtronic argued at trial that 
it holds its own patents for next-generation heart valves, 
and that those patents were derived independently of 

Andersen's work. Nathan cross-examined one of those 
Medtronic inventors, and got him to acknowledge that 
in a conference call with investors, he had once vouched 
for the quality of the Andersen patent. The witness also 
testified that he didn't have any documents proving that 
he wasn't influenced by Andersen's work. "The first thing 
he had in his file was a copy of the Danish inventors' 
patents," Nathan said.

The lawyers' narrative had its intended effect. In April 
2010 the jury returned a $74 million verdict in Edwards's 
favor. Medtronic appealed to the Federal Circuit, arguing 
that the Andersen patent is invalid because it doesn't 
meet the "enablement" requirement--a provision of the 
Patent Act obligating patent-holders to explain their 
inventions in sufficient detail so that others can also 
use them. According to Medtronic, Andersen filed his 
patent prematurely. He only tested his research on pigs, 
when human testing was needed.

The Federal Circuit rejected that argument in its Nov. 
13 opinion, writing that "it has been long recognized 
that when experimentation on human subjects is 
inappropriate. . .the enablement requirement may be 
met by animal tests." The ruling was a loss for Mayer 
Brown, which represented Medtronic on appeal after 
its lawyers Keker & Van Nest and Knobbe Martens 
Olson & Bear struck out a trial. (Mayer Brown's Jeffrey 
Sarles, who argued the appeal, didn't immediately 
respond to a request for comment.)

Hours after the appellate court ruled, Nathan and 
Nyarady got word that Judge Selna had dismissed 
the California suit. The judge invalidated one of 
Medtronic's patents on technical grounds, finding 
that the inventor used the wrong priority date in his 
patent application.

The battle isn't over. There's an unrelated Edwards 
case against Medtronic pending in Delaware, a 
Medtronic suit against Edwards in California, and at 
least six ongoing actions between the two foes at the 
U.S. Patent and Trademark Office. But Nathan said he 
has faith in the IP at the heart of the litigation. "I've 
been in this patent game for 48 years," Nathan said. 
"And I've never seen an invention as revolutionary 
as this one."


