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INTELLECTUAL PROPERTY LITIGATION

BY LEWIS R. CLAYTON

On Hummer and Jeep Wrangler Grilles and Recent Case Law

CAN SIMILARITIES in the design of
a front-end grille cause consumer
confusion between a $50,000
Hummer H2 and a $28,000 Jeep

Wrangler? After discussing a U.S. Court of
Appeals for the Seventh Circuit decision that
answered that question in the negative, this 
column discusses significant copyright, trademark
and patent decisions handed down in the last
three months.

Since the beginning of World War II, over
60 years ago, Americans have been familiar
with the Jeep, born as military transport and
now marketed as a sport utility vehicle. After
the Gulf War, consumers heard about the
Humvee, a larger and more powerful military
vehicle, ultimately marketed to the public as
the Hummer. Both the Hummer and certain
Jeep models share a distinctive front grille 
featuring seven large vertical slots.

Earlier this year, as General Motors was
preparing for mass production of a new, 
less-expensive Hummer H2 (priced at about
$50,000, less than half the cost of the original
H1 model), DaimlerChrysler, producer of Jeep,
brought an action alleging that the Hummer
grille infringed and diluted the Jeep’s trade
dress. On Nov. 18, 2002, the U.S. Court of
Appeals for the Seventh Circuit affirmed the
decision of an Indiana district court denying a
preliminary injunction, adopting the lower
court’s decision as its own. AM General Corp. v.
DaimlerChrysler Corp., 2002 WL 31545350
(7th Cir., Nov. 18, 2002).

No ‘Family’ of Marks Shown
A key to the court’s decision was its holding

that DaimlerChrysler had failed to show that
Jeep vehicles use a “family” of marks that share
a Jeep grille design consisting of seven to 10
vertical slots. A “family” is a “group of marks

having a recognizable common characteristic,”
so that “the public associates not only the indi-
vidual marks, but the common characteristic of
the family, with the trademark owner.”

Whether a family exists “is an issue of fact
based on the common formative component’s
distinctiveness, the family’s use, advertising,
promotion and inclusion in [the] party’s other
marks.” See, Rose Art Industries, Inc. v.
Swanson, 235 F.3d 165, 173 (3d Cir. 2000)
(requiring a “consistent overall look”). A 
plaintiff sometimes attempts to establish such a
family in order to make it easier to demonstrate
the strength of its mark and show likelihood of
confusion — if a family is established, a plain-
tiff may rely on evidence concerning any mem-
ber of the family in proving these elements.

DaimlerChrysler failed to show a family
because it could not demonstrate sufficient
uniformity among the front grilles of its various
Jeep models. On that basis, the court found
that DaimlerChrysler had not come forward
with evidence of likely confusion. While
DaimlerChrysler had produced evidence of
overall confusion between the H2 and the Jeep
brand, it did not show confusion with the 
specific Jeep models that had a similar 
front grille.

Denial of the injunction also rested upon
several traditional factors — the court found:
that General Motors did not intend to cause
confusion; that purchasers are likely to use great
care before buying an expensive motor vehicle,
so that they are unlikely to be misled by design
similarities; and that grant of an injunction

would cause severe injury to GM, which had
invested hundreds of millions of dollars in pro-
duction and marketing costs in the H2 project.

Copyright
In Marvel Characters, Inc. v. Simon, 2002

WL 31478878 (2d Cir., Nov. 7, 2002), the
Second Circuit broadly interpreted §304(c) of
the Copyright Act. That section gives authors
of works, other than those made for hire, 
created before 1978 the right to terminate any
grant of a transfer or license of the work during
a period beginning 56 years after the copyright
was secured, “notwithstanding any agreement
to the contrary.” (A similar provision pertains
to works created after 1977.) Mr. Simon, the
cartoonist who created the hugely successful
Captain America character in 1940, attempted
to terminate his transfers of the Captain
America copyrights. Marvel, the grantee,
argued that Mr. Simon was bound by an 
agreement settling two prior litigations, in
which he acknowledged that Captain America
was a work made for hire. The Court of Appeals
held that because the acknowledgement
appeared in the settlement agreement, but not
in the stipulations filed in the prior litigations,
it was not binding as collateral estoppel.
Considering an issue of “first impression,” it
then found that the agreement was “an 
agreement to the contrary” under §304(c), and
therefore void under the statute. The Second
Circuit cautioned that parties wishing to
resolve a litigation concerning work for hire
status must “comply with the requirements of
collateral estoppel by filing a detailed stipula-
tion of settlement, complete with sufficient 
factual findings on authorship, with the court.”

In Dun & Bradstreet Software Services, Inc. v.
Grace Consulting, Inc., 307 F3d 197 (3d Cir.
2002), the U.S. Court of Appeals for the Third
Circuit reversed a jury verdict in favor of 
defendant and found copyright infringement of
a computer program as a matter of law.
Defendant Grace marketed a program that
“updated” a program authored by plaintiff Geac
that prepares year-end tax reports. Through the
use of “copy and call” commands, Grace’s 
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program retrieved data and ran code from
Geac’s product. The court found that use of
these commands constituted infringement,
even if text was not inserted from one program
into the other, and the two programs remained
separated in memory. The court rejected
Grace’s argument that “custom and practice”
could justify infringement, holding that “pur-
ported industry custom and usage” can never
modify an unambiguous license agreement that
forbids copying. The court also found that
copying could not be excused by concerns 
of “intraoperability” — the need to design 
different computer programs to work together.

In a defeat for Mattel, the owner of Barbie, a
New York district court held that a “repainted
and recostumed” Barbie marketed as “Dungeon
Doll” could be protected as fair use under §107
of the Copyright Act. Mattel, Inc. v. Pitt, 2002
WL 31475004 (SDNY Nov. 4, 2002). Denying
Mattel summary judgment against a pro se 
litigant who distributed the product, the court
found that Dungeon Doll — a physically
altered Barbie presented as “the protagonist in
a tale of sexual slavery and torture, the victim
of which was another reconfigured Barbie” —
was a “transformative” work. As the court put
it, “there is slim to no likelihood that Dungeon
Dolls would serve as a market substitute for
Barbie dolls” — “to the Court’s knowledge,
there is no Mattel line of ‘S&M’ Barbie.” Even
though defendant claimed that she made “no
representation as to the source” of her product,
Mattel might have been better off trying a 
dilution claim.

In In re Aimster Copyright Litigation, 2002
WL 31006142 (N.D. Ill. Sept. 4, 2002), an
Illinois federal court gave the music industry
another victory over a peer-to-peer file-shar-
ing service accused of copyright infringement.
The Aimster service used American On-
Line’s (AOL) Instant Messaging feature to
allow its subscribers to exchange copyrighted
music files with one another. Granting a pre-
liminary injunction, the court held that
plaintiffs, a group including record companies
and music publishers, had shown likelihood of
success on their claims of contributory and
vicarious copyright infringement and that
Aimster could not take advantage of the 
safe-harbor provisions of the Digital
Millennium Copyright Act (DMCA) that
apply to Internet service providers. While the
court stressed that it was not bound by the
Ninth Circuit’s rulings in the Napster case, 
see A&M Records, Inc. v. Napster, Inc., 239
F3d 1004 (9th Cir. 2001), it reached a 
similar result.

Trademark
Mattel’s efforts to protect its Barbie 

franchise suffered another setback in 
Mattel Inc. v. Barbie-Club.Com, 2002 WL

31478839 (2d Cir., Nov. 7, 2002), where the
court held that in rem jurisdiction under the
Anticybersquatting Consumer Protection Act
(ACPA) is limited to the district where the
domain-name registrar or registry or other
domain name authority that registered the
domain name is located. Mattel brought an in
rem suit in the Southern District of New York
seeking cancellation or transfer of 57 domain
names registered by registrars in Maryland,
Virginia, California and New York. Shortly
after filing suit, Mattel arranged to have 
“registrar’s certificates” from all of the registrars
deposited with the district court. In doing so, it
hoped to establish jurisdiction under a portion of

the ACPA (15 USC §1125(d)(2)(c)(ii)) that
provides that a domain name is deemed to have
its “situs” in a district where “documents 
sufficient to establish control and authority
regarding the disposition of the registration”
are deposited with the court. The Second
Circuit held that this provision does not
address in rem jurisdiction, which is limited
under 15 USC §1125(d)(2)(A) to the district
where the registrar is located.

Thompson v. Haynes, 2002 WL 31155195
(Fed. Cir., Sept. 30, 2002) affirmed a finding of
willful trademark infringement, but reversed
two categories of damages awarded by the trial
court. After a bench trial, an Oklahoma district
court found that Mr. Thompson had willfully
violated the Lanham Act by supplying his own
product in response to customer orders 
specifying a product made by Fluid Controls.
Applying Tenth Circuit law, the Federal Circuit
held that the trial court had discretion under
§35 of the Lanham Act to treble Fluid
Controls’ actual damages and to award
Thompson’s profits, but not to treble those
profits. It also reversed the trial court’s award of
the costs of a corrective advertising campaign,
because, under Tenth Circuit law, such damages
are not available unless marketplace confusion
was caused by a deceptive advertising 
campaign, rather than by simple passing off.

Patent
Earlier this year, in Symbol Technologies, Inc.

v. Lemelson Medical, 277 F3d 1361 (Fed. Cir.
2002), the Federal Circuit held that, in a
patent infringement action, laches may be

applied to bar enforcement of a patent issued
after unreasonable delay by the applicant. In
In re Bogese, 303 F3d 1362 (Fed. Cir. 2002), a
divided Federal Circuit panel extended that
rule to prosecution in the patent office, affirm-
ing a decision of the Board of Patent Appeals
and Interferences to reject the application on
laches grounds. Largely through filing a dozen
file wrapper continuation applications, 
without amending his claims, Mr. Bogese
stretched out patent prosecution from 1978,
when his initial application was filed, until
late 2000, when the board issued its final 
decision. In 1994, he was explicitly warned in
an examiner’s rejection that laches might be
applied if he did not file a substantive claim
amendment. Even on this record, one judge
dissented on the ground that the patent office
lacks statutory authority to apply the doctrine
of laches. Opponents of “submarine patents”
(patents that emerge from the patent office
after long delays) will welcome this ruling.
The problem, however, should disappear over
time, given the 1995 amendment to the
Patent Act providing that patents are in force
for 20 years from the filing date, rather than 17
years from issuance.

False Allegations 
Golan v. Pingel Enterprise, Inc., 2002 WL

31477674 (Fed. Cir., Nov. 7, 2002), illustrates
the Federal Circuit’s hostility to attempts to
assert tort claims where a patentee makes 
allegations of patent infringement that turn
out to be false. Relying on Mikohn Gaming
Corp. v. Acres Gaming, Inc., 165 F3d 891 (Fed.
Cir. 1998), the Court of Appeals affirmed
summary judgment dismissing tort and unfair
competition claims, finding that the plaintiff
could not present clear and convincing 
evidence that defendant’s allegations of
infringement were made in bad faith. The
court found that defendant’s admission that he
had sent a threatening letter to a distributor of
plaintiff ’s product although he never intended
to sue the distributor did not establish bad
faith, because “the decision to initiate a 
lawsuit often includes business-related 
considerations.” Nor was the court moved by
the fact that defendant’s patent had actually
expired by the time he threatened to bring
suit, because one attorney had erroneously
advised defendant that the patent was still in
force. The court found that defendant was not
required to show that that lawyer’s opinion
was credible or his reliance on it reasonable.
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