
T
he recent predictive cod-
ing wars have led to a sepa-
rate but related battle over 
how much information is 
appropriate to share—or 

to force a party to share—as part 
of the seed set and training process. 
One recent example is the much-
litigated protocol for production of 
electronically stored information 
(ESI) in Moore v. Publicis Groupe,1 
in which a federal court concluded 
that computer-assisted review was 
an appropriate means of determin-
ing relevant and discoverable docu-
ments for production. Addressing the 
e-discovery process more broadly, 
the court noted that, “[e]lectronic 
discovery requires cooperation 
between opposing counsel and trans-
parency in all aspect of preservation 
and production of ESI.”2

“Cooperation” has been an e-dis-
covery buzzword for years, originally 
intended as a way to encourage par-
ties to stop engaging in e-discovery 
gamesmanship.3 Over the ensuing 

years, the idea of 
cooperation has, 
perhaps not sur-
prisingly, turned 
from a shield into 
a sword in the 
hands of some 
p a r t i e s — a n d 
judges. “Forced 
cooperation,” in 
the form of direct-
ing a party to turn 
over something 
in addition to 
documents it has 
deemed respon-
sive to a document request—such as 
search terms or information related 
to predictive coding seeding—is not 
only a possible oxymoron, but also 
a dangerous dance on the edge of 
violating work product protection.

The question regarding what to 
share as part of the predictive cod-
ing process may not yet be ripe, 
as we are still grappling with the 
issue in everyday, garden variety 
e-discovery that involves keywords 
and other search terms. Indeed, 
in such matters, there has been a 
recent, unsettling trend by judges 
to order the production of search 

terms as part of an effort to set-
tle discovery disputes. Over two 
years ago, the authors of an arti-
cle in this publication cautioned 
judges to order the disclosure of 
search terms with care.4 Instead 
of heeding the counsel provided in 
that article, judges have continued 
to order the disclosure of search 
terms in a series of decisions that 
appear to discount or misunder-
stand the protected nature of key 
aspects of the e-discovery pro-
cess. In this article, we review a 
recent decision that exemplifies 
this trend.
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‘American Home’

In a Sept. 11, 2013 opinion, a 
Nebraska federal judge presiding 
in American Home Assurance v. 
Greater Omaha Packing, ordered 
the defendant (GOPAC) to dis-
close the search terms it used to 
comply with co-plaintiff Cargill’s 
request for emails and other ESI.5 
After receiving only 25 emails 
from GOPAC in response to its ini-
tial document production request, 
Cargill sought an order from the 
court to compel GOPAC to pro-
duce withheld emails, based on 
the premise that the small number 
of emails produced “evidences a 
lack of diligence in production.”6 
The court denied Cargill’s motion, 
finding that it “cannot compel the 
production of information that 
does not exist.”7 GOPAC argued 
that it had already produced all 
ESI generated as a result of its 
searches in the months preceding 
the motion to compel.8 Addition-
ally, the court noted that “GOPAC 
has also offered to search avail-
able sources using search terms 
provided by Cargill, but Cargill 
has refused to supply any addi-
tional terms.”9

Despite denying its motion, the 
court did not leave Cargill empty-
handed; it ordered GOPAC to share 
with Cargill the search terms it used 
to search for relevant emails and 
ESI. Reaching this decision, the 
court wrote:

Discovery on this matter has 
been ongoing since July of 2012. 
It is unclear to the Court why 
ESI that has presumably been 
in GOPAC’s possession since 
the start of discovery has not 
been fully produced. To provide 
Cargill an adequate opportuni-
ty to contest discovery of ESI, 
the Court will order GOPAC 
to disclose the sources it has 

searched or intends to search 
and, for each source, the search 
terms used.10

Where’s the Reliance?

Cargill’s motion to compel notes 
that after “a telephone conversation 
and several letters, GOPAC has stat-
ed that it would search for emails 
and other responsive electronic 
data, and propose search terms, 
but Cargill has seen no action or 
supplemental production to date.”11 
The court, though, does not mention 
this purported arrangement in its 
decision, so it is unclear if the order 
to produce search terms relies on 
the arrangement or was fashioned 
from whole cloth.

Whether or not the court relied 
on an existing arrangement between 
the parties goes to the heart of how 
courts should exercise their power 
within the discovery stage of liti-
gation. Even without a previous 
understanding between the parties, 
the American Home court had the 
power to fashion a remedy it deemed 
appropriate to resolve the discovery 
dispute between the parties. Since 
the advent of e-discovery, judges 
have been asked, with increasing 
frequency, to step into the breach 
of a document production dispute 
and direct an outcome. In these 
instances, though, a court should 
tread carefully to ensure that it does 
not establish additional discovery 
burdens for a party whose actions 

have been reasonable under the cir-
cumstances, and does not order a 
party to produce documents or other 
information that may be protected 
under the attorney work product 
doctrine.

A Growing Trend: Disclosure 

Whether American Home was 
decided based on GOPAC’s prior 
representation may be in question, 
but there is, indeed, an increased 
practice of court-ordered disclo-
sure of search terms. Over the past 
several years, federal judges have 
not only ordered the disclosure of 
search terms, but have also opined 
that these search terms are not pro-
tected by privilege. A few examples 
include the following:

• In Romero v. Allstate Insurance, 
an Eastern District of Pennsylvania 
judge concluded that search terms 
were not subject to work product 
protection because they went to the 
underlying facts of what documents 
were responsive and did not delve 
into the thought processes of attor-
neys.12 The court ordered that the 
parties confer and “come to some 
agreement on the search terms that 
defendants intend to use, the cus-
todians they intend to search, the 
date ranges for their new searches, 
and any other essential details about 
the search methodology they intend 
to implement for the production of 
electronically stored information 
concerning the Release.”

• In Formfactor v. Micro-Probe, a 
federal judge in the Northern Dis-
trict of California ordered a plain-
tiff to turn over search terms that 
were used to conduct an electronic 
search.13 Referencing Romero as sup-
port, the court wrote that “[s]uch 
information is not subject to any 
work product protection because 
it goes to the underlying facts of 
what documents are responsive 
to defendants’ document request, 

 TUESDAY, DECEMBER 3, 2013

Judges have continued to or-
der the disclosure of search 
terms in a series of decisions 
that appear to discount or 
misunderstand the protected 
nature of key aspects of the 
e-discovery process. 
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rather than the thought processes 
of plaintiff’s counsel.”

• In Apple v. Samsung Electron-
ics, a federal judge ordered Google 
to comply with Apple’s request for 
search terms despite the fact that 
Google was not a party to the litiga-
tion between Apple and Samsung.14 
In that case, also in the Northern Dis-
trict of California’s federal court, the 
judge found that third-party status 
did not confer any additional protec-
tion to compliance with a discovery 
order. Relying on Formfactor for the 
inapplicability of the “work-prod-
uct immunity doctrine,” the court 
ordered Google to turn over to Apple 
the search terms it used in response 
to Apple’s request for the production 
of certain documents.

An Argument for Protection

In their attempts to draw the line 
between discoverable and nondis-
coverable information, the above cas-
es run the risk of over-simplifying the 
processes that parties use to comply 
with discovery requests. Lawyers are 
often responsible for sifting through 
thousands, even millions of docu-
ments and available information to 
comply with these requests. And, 
despite the changes resulting from 
an increased availability of electronic 
information, the search process is 
more complex than simply the gen-
eration and re-generation of words 
that appear to be relevant. Rather, 
the process is one requiring lawyers 
(or non-lawyers at the direction of 
lawyers) to search information while 
also developing (and redeveloping) 
a theory of the case, along with pos-
sible legal strategies. The process, 
which describes the necessary steps 
in even the most basic search to com-
ply with a discovery request, is cap-
tured in FRCP 26(b)(3)(B), outlining 
the attorney work-product doctrine 
and stating that the court “must pro-
tect against disclosure of the mental 

impressions, conclusions, opinions, 
or legal theories of a party’s attorney 
or other representative concerning 
the litigation.”15

In the prior article on this topic 
noted above, the authors discussed 
a concern that some courts were 
considering the ease with which a 
party could share its search terms 
as justification that a party must dis-
close them.16 Over two years later, 
with more decisions going down this 
road, we echo this concern. Though 
computer technology has changed 
the process of searching for and 
through documents, it has yet to 
change the way that attorneys inter-
act with those documents, along with 
the information contained within. 

This point—that the technological 
ease with which a search term can be 
applied does not diminish the extent to 
which it represents an attorney’s men-
tal impressions or opinions—takes on 
even greater significance as we consid-
er more recent changes to the nature 
of electronic discovery. Increasingly, 
parties engaged in litigation involv-
ing vast quantities of documents are 
employing predictive coding to deter-
mine which documents are relevant to 
an opponent’s discovery request. As 
mentioned above, a small number of 
courts have ruled on discovery issues 
related to predictive coding. It would 
not be unfathomable to conclude that 
many judges will consider the relation-
ship between generating search terms 
and attorney work-product to inform 
their perspectives on whether the dis-
closure of information related to pre-
dictive coding warrants work-product  
protection.

The Right Role for Courts

Courts are essential players in 
the discovery process. They help 
to ensure that parties comply with 
discovery agreements, as well as 
procedural rules. Above all else, 
they ensure that the process is fair. 

The moments when communication 
and compliance between the parties 
have broken down are when courts 
face the greatest challenge. And in 
these moments judges have the abil-
ity to significantly affect the course 
of litigation. When judges make their 
decisions based on previous agree-
ments reached by the parties, they 
reinforce the twin propositions that 
the discovery process is best man-
aged by the parties themselves, and 
that courts are at their best as infre-
quent arbiters of the process.

The disclosure of search terms 
exemplifies a judicial remedy that 
should be employed only when the 
parties have previously agreed to 
it. In those instances when such 
disclosure was not previously con-
templated by the parties, we hope 
that judges will act with restraint, 
recognizing that a search term is 
more than a collection of words, 
rather, the culmination of an attor-
ney’s interaction with the facts of 
the case.
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