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n Dec. 5,2023, the U.S. Court of Appeals
for the Second Circuit determined that
no special First Amendment protections
applied to a defendant’s use of the Vans
Inc. (Vans) Old Skool shoe trademark
in selling its own shoes purportedly intended as a cri-
tique of sneaker culture. See Vans v. MSCHF Product
Studio, 88 F.4th 125, 128 (2d Cir. 2023). The Second
Circuit accordingly affirmed the district court’s entry of
a preliminary injunction against the defendant, finding
that the plaintiff was likely to succeed on its trademark
infringement claim under the Lanham Act.

In doing so, the Second Circuit issued its first opin-
ion applying the U.S. Supreme Court’s June 2023 deci-
sionin Jack Daniel’s Properties v. VIP Products, 599 U.S.
140 (2023), in which the court held that the heightened
First Amendment protection available to expressive
works under Rogers v. Grimaldi, 875 F.2d 994 (2d Cir.
1989), does not apply where the defendant in a Lan-
ham Act trademark infringement action uses the mark
to designate the source for the infringer's own goods.
See 599 U.S. at 153.
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The Lanham Act

The Lanham Act establishes a trademark regis-
tration system and creates a federal cause of action
that enables trademark owners to enforce their rights
against infringing uses. To prevail on a trademark
infringement claim, the trademark owner must dem-
onstrate that the alleged infringer’'s use is “likely to
cause confusion, or to cause mistake, or to deceive.”
15 U.S.C. §§1051(a), 1114(1)(A), 1125(a)(1)(A).

As recognized by the Supreme Court, the “likeli-
hood of confusion” standard is the “keystone” of the
trademark infringement standard, most commonly
focusing on “the source of a product or service.”
See Jack Daniel’s, 599 U.S. at 147 (first quoting 4 J.
McCarthy, Trademarks and Unfair Competition §23:1;
then quoting Moseley v. V Secret Catalogue, 537 U.S.
418, 428 (2003)).
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To evaluate the “likelihood of confusion” in the Sec-
ond Circuit, courts apply the Polaroid factors, which
consider: (1) strength of the trademark; (2) similar-
ity between the two marks; (3) proximity of the prod-
ucts and their competitiveness with one another; (4)
likelihood the prior owner may “bridge the gap” in the
markets for their products; (5) evidence of actual con-
sumer confusion; (6) the defendant’s good faith in
adopting its imitative mark; (7) quality of the defen-
dant’s product compared with the plaintiff's product;
and (8) sophistication of the buyers. Polaroid v. Pola-
roid Electronics, 287 F.2d 492, 495 (2d Cir.1961).

Heightened First

Amendment Protection Under

‘Rogers v. Grimaldi’

In Rogers v. Grimaldi, the Second Circuit held that
the Lanham Act should not apply to “artistic works” so
long as the defendant’s use of the mark is (i) artisti-
cally relevant to the work and (i) not “explicitly mis-
leading” as to the source or content of the work. See
Wavy Baby, 88 F.4th at 136 (citing 875 F.2d 994, 999
(2d Cir. 1989)).

To prevail on a trademark infringement
claim, the trademark owner must
demonstrate that the alleged infringer's
use is “likely to cause confusion, or to
cause mistake, or to deceive”

Rogers concerned a film title, but courts in the Second
Circuit have applied it, and the heightened First Amend-
ment protections it provides, to other kinds of works
where the “trademark is used not to designate a work’s
source, but solely to perform some other expressive
function” (quoting Jack Daniel’s, 599 U.S. at 154).

Case Background and

The District Court’s Decision

In Wavy Baby, the defendant, MSCHF Product Studio
Inc. (MSCHF), is an art collective that produces work
commenting on and critiquing various aspects of culture
and society. As part of its recent focus on “sneakerhead

culture,” MSCHF designed and released its Wavy Baby
shoe, which “incorporates and distorts” the Vans logo,
as well as the design of Vans' Old Skool sneaker.

MSCHF began marketing the sneaker in collabora-
tion with Tyga, a musical artist, leading Vans to send
both MSCHF and Tyga cease and desist letters. After
MSCHF continued its marketing efforts and sold the
Wavy Baby sneakers, Vans filed suit, requesting a tem-
porary restraining order and preliminary injunction to
enjoin MSCHF from (j) fulfilling orders or otherwise
releasing for sale to the public the “Wavy Baby shoes”
or colorful imitations or reconstructions thereof; (ii)
using Vans’ Old Skool trade dress or marks or confus-
ingly similar marks; (jii) referring to or using the trade
dress or marks in any advertising, marketing or promo-
tion; and (iv) aiding any other person or entity in taking
a prohibited action.

The district court rejected MSCHF's argument that,
as a parodic work of artistic expression, the Wavy Baby
shoes were subject to special First Amendment pro-
tections under Rogers, as the shoes did not communi-
cate on their face that they were not connected to the
Vans trademark.

As a result, the district court considered the eight
Polaroid factors and entered Vans’ requested tempo-
rary restraining order and preliminary injunction as
Vans had shown a “significant danger” of consumer
confusion and that it would likely prevail on its trade-
mark infringement claims.

The Second Circuit Opinion

MSCHF appealed the district court’s decision with
oral argument heard in September 2022. However, the
Second Circuit held the case pending the Supreme
Court’s decision in Jack Daniel’s.

The Second Circuit explained that to prevail on
claim of Lanham Act trademark infringement, a plain-
tiff must show that “(1) plaintiff owns a valid protect-
able mark; and (2) defendant’s use of a similar mark
is likely to cause consumer confusion as to the ori-
gin or association of the goods or services.” Because
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MSCHF conceded that “Vans ownled] valid and pro-
tectable marks in its Old Skool shoes,” the Second
Circuit's analysis focused entirely on the likelihood-of-
confusion prong of the analysis.

The Second Circuit concluded that Jack Daniel’s
foreclosed application of the Rogers test in this action
because under Jack Daniel’s the heightened First
Amendment protection is not available where the
“alleged infringer uses trademarks to designate” the
source of the infringer's own goods (citing Jack Dan-
iel’s, 599 U.S. at 153). Such is true “even if a defendant
uses a mark to parody the trademark holder’s product.”

Here, the Second Circuit concluded that the Wavy
Baby shoe used the Vans Old Skool sneaker as a
source identifier, regardless of any expressive content.
The panel found that the Wavy Baby shoe “evoked” ele-
ments of the Old Skool trademarks and trade dress—
including by incorporating (with distortions) the color
scheme, side stripe, perforated sole, multiple logos,
and packaging—thereby using it as a source identifier.
This determination was further supported by the fact

The district court rejected MSCHF's
argument that, as a parodic work of
artistic expression, the Wavy Baby
shoes were subject to special First
Amendment protections under ‘Rogers'.

that MSCHF included no disclaimer about the lack of
association with Vans or the Old Skool sneaker, along
with an admission by MSCHF that it started with Vans’
marks when creating the Wavy Baby shoe. The Second
Circuit held out this latter point as an effort by MSCHF
to benefit from the “good will” Vans has accumulated.

Having determined that no heightened First Amend-
ment protections were warranted, the Second Circuit
considered whether the district court erred in how it

carried out the traditional Lanham Act likelihood-of-
confusion analysis.

The Second Circuit largely agreed with the district
court’s application of the Polaroid factors because
of, for example, the strength of Vans’ Old Skool trade-
marks and trade dress. In fact, the panel noted that
MSCHF had chosen the Old Skool sneaker to critique
for that very reason. In addition, the Second Circuit
found that MSCHF’s own admission that the Wavy
Baby design “intentionally evoked” an image of the
Old Skool shoe confirmed similarity of the marks. It
also cited actual consumer confusion between the
two pairs of shoes, citing an MSCHF executive's state-
ments that an observer on the street would think that a
wearer of the Wavy Baby shoes was actually wearing a
pair of Old Skool sneakers.

Notably, following the Supreme Court’s decision in
Jack Daniel's, the Second Circuit then considered the
Wavy Baby shoes’ expressive, parodic message, which,
if successful, should not as a general matter create
confusion. However, the Second Circuit stated that
the Wavy Baby shoes failed at that task. As the court
explained, where the “parodic use of protected marks
and trade dress leaves confusion as to the source of
a product, the parody has not ‘succeeded” under the
Lanham Act, “and the infringement is unlawful.”

Conclusion

In its first opportunity to interpret and apply the
Supreme Court’s decision in Jack Daniel’s, the Second
Circuit appeared to hew closely to the Supreme Court’s
decision. The Second Circuit's decision does not pro-
vide any clear insight into what parodic or expressive
works can, in practice and notwithstanding the Wavy
Baby and Jack Daniel’s opinions, receive heightened
First Amendment protections though defendants in
future Lanham Act cases will no doubt be eager to
find out.
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